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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 47-55 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claim 47 recites the limitation "said computer automatically providing cranial 
remodeling device information for use in fabricating a cranial remodeling device for said 
deformed head" in lines 8-9. However this limitation does not identify which one of the two 
data, i.e., first, second or both, utilized to the cranial remodeling device. Please clarify. 

Since claims 48-55 directly or indirectly depend on claim 47, they are also rejected under 
35 U.S.C. 1 12, second paragraph, for the same reason set forth above for claim 47. 

Claim 48 recites the limitation "said configuration" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogeh 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

Claims 1, 2, 3, 4, 8, 9, 28, 20, 21, 22, 26, 29, 30, 31, 32, 33, 34, 35, 36, and 37 are 
provisionally rejected under the judicially created doctrine of obviousness-type double patenting 
as being unpatentable overclaim 1,2,3,4, 6, 8, 12, 13, 14, 15, 16, 17, 18, 19, 20,21,22, 23,24, 
and 25 respectively of copending Application No. 1 1/584,334. The conflicting claims are not 
identical because copending application requires the additional step of "providing trim line 
information", not required by claims 1, 28 and 29 of application '1 18. However, the conflicting 
claims are not patentably distinct from each other because: 

• The claims recite common subject matter; 

• Whereby claims 1 , 28 and 29 of the 4 1 1 8 application, which recites the open 
ended transitional phrase "comprising", does not preclude the additional elements 
recited by copending application claims 1,12 and 17, and 

• Whereby the elements of claims 1 , 28 and 29 of the 4 1 1 8 application are fully 
anticipated by copending application '334 of claims 1, 12 and 17, and anticipation 
is "the ultimate or epitome of obviousness" {In re Kalm, 154 USPQ 10 (CCPA 
1967), also In re Dailey, 178 USPQ 293 (CCPA 1973) and In re Pearson, 181 
USPQ 641 (CCPA 1974)). 

Claims 47 and 54 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 12 and 16 respectively of 
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copending Application No. 1 1/584,334. The conflicting claims are not identical because 
copending application claim 17 and 12 defines a method, while application claim 47 recites an 
"apparatus" corresponding to the method. However, the conflicting claims are not patentably 
distinct from each other because, given the considerable level of skill in the art of image/shape 
correction, one skilled in the art would have found it obvious to make and use an apparatus for 
performing the method defined by copending application claim 12. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

4. Claim 38 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 5 of U.S. Patent No. 7,127,101 . The conflicting 
claims are not identical because patent claim 5 requires the additional element of "providing trim 
line information", not required by claim 38. However, the conflicting claims are not patentably 
distinct from each other because: 

• Claims 38 and 5 recite common subject matter; 

• Whereby claim 38, which recites the open ended transitional phrase "comprising", 
does not preclude the additional elements recited by claim 5, and 

• Whereby the elements of claim 38 are fully anticipated by patent claim 5, and 
anticipation is "the ultimate or epitome of obviousness" {In re Kalm, 154 USPQ 
10 (CCPA 1967), also In re Dailey, 178 USPQ 293 (CCPA 1973) and In re 
Pearson, 181 USPQ 641 (CCPA 1974)). 

Claim 10 is provisionally rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 5 of U.S. Patent No. 7,127,101 . The 
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conflicting claims are not identical because patent claim 5 defines an apparatus, while claim 10 
of the application defines a method corresponding to the steps performed by the apparatus. 
However, the conflicting claims are not patentably distinct from each other because 
claims 10 and 5 recite common subject matter; whereby claim 10, which recites the open ended 
transitional phrase "comprising", does not preclude the method as being performed by an 
apparatus, and whereby the elements of claim 10 are fully anticipated by patent claim 5, and 
anticipation is "the ultimate or epitome of obviousness" (In re Kalm, 154 USPQ 10 (CCPA 
1967), also In re Dailey, 178 USPQ 293 (CCPA 1973) and In re Pearson, 181 USPQ 641 
(CCPA 1974)). 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. US Patent Numbers: 5094229, 5331550, 5951503, 6340353, 6423019, 6536058 and 
6572572. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL G. MARIAM whose telephone number is 571-272- 
7394. The examiner can normally be reached on M-F (7:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MATTHEW BELLA can be reached on 571-272-7778. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/753,1 18 



Page 6 



Art Unit: 2624 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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